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Applicant(s) 

XU ET AL. 



Art Unit 

1632 



PeHod .or Repl, ,3 SET TO EXPIRE 3 MONTH.S, FROM 

A SHORTENED STATU 'UK ^^^NICATION. ^^y a reply be t,mely filed 

'""O Responses .ocon™™ca.,on(s,.,.-o^^^^^^^^^^^^^^^^^^ 

Disposition of Claims .^^ 3pp,,3,,n. 

4) Q C.aim(s) iSlM^L^^^ ^s/are withdrawn from consideration. 

4a) Of the above claim(s) 

5) D Claim(s) is/are allowed. 

elQCiai.(s)m3Mi±i3 ./are rejected. 

10) D The drawing(s) filed on a)D approved b)D disapproved 

^ ^ ^^ The proposed drawing correction filed on . ■ 

11) U ihepruHua tn h\/ the Examiner. 
,20 The oath o< declaration is ohiected to b, the 

PHom, onde, 35 U.S.C. 5 11S 36 use. , 1 19,aHd) 

, 30 Acknowledgment is made of a claim 
aO All t,)D some ' oO None of: 

,□ certified copies of the priorlt, ^"^"^ '^ll^.r, received In Application No 

, □ ce.„ed copies 0, the pnorit, ^^^^ ,een received In ,h,s National Stage 

.3..heattard«a,ied — 

14)0 Acknowledgement IS made or d 



Attachment(s) 

i.^RNottce of References C.ted(PTO-892) 



5) 0 Nottce of ; fo^aw ng Review (PTO-948) 

16) □ Notice of Draftsperson -^^^^^ ^^,0-1449) Paper No(s) 

17) □ informaton Disclosure StalemenUs)^^^^^^^_ 



20) □ Other: 



Part of Paper No. 16 



nTn_^9fi fRev. 9-00) 
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,pp,;ca.;cn,Con,ro,Hu»C26.469 

Art Unit: 1632 

DETAILED ACTION 

0,a,.s 35 ana 3, ^ .ave .en en.e.a 

Amended claims 1, 2. 

cairns 44-43 „e instant appi.c3.on, 

Tt'e wowing .s a quo.at.on „, „„„..n. and 



1. 

2. 
3. 
4. 
5, 



The following is a quotation of the T,rs , ^.6 onUe r.a.uer ..6p^oess^l 

:SrJ.ebLt mode contemplated ,,3t paragraph, as containing 

I *c,oses .a. « claimed -„.aes deigns o, 37S am.o 

:.e,.a....especi.....o«^-^^ 

acids.rommefi.s..eg,ono,mesp ,,,,,,,edinW 
„e spec«ication). , „ew ma»er.ha. .s notdescnbe 

Accordingly, claims 1-34. 36, 

. .T48arereiec.edunder35 
3 cla.ms3V33.emain.iec.edandnewivP-— ^ 

is most nearly connectea, 
previous office action of 3-2-00. 
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Application/Control Numb 
Art Unit; 1632 

Response to Arguments 

. „»H 9 5 00 have been fully considered but they are not 
3, Applicants arguments ''^^^^J^ ,,,^1^^^ 
persuasive. Applicants arguments "'^''''^['^^^^^.^cmSMA^^ 

g..«a«sa^;^^ , ,,3miner. rather ^ 

,ssues raised in the previous office action .^^^^^invenSon was made or even 

IS^^^^^^^^^^rStf^^ therapy us,ng .e 

atter that, it is noted that cia,ms 31-33 ha- ^ J ^„ ,„,,es to test i. an 

Claimed DNA segment. Furthermore, "SPTO do- ^^^^^^^^ 

.ventlon wlil .unc«on as claimed ^ ...e o, Kno^edge 
.neretore, enablement issues are ra.sed and d,scus^ed 

---"""^"^'^.^r::::x:— ii^ 

reiections are those raised .n the art by ^ 33 3„ 

expressing claimed O.A In an E.coli , ,„3|, re Brana, 34 USPO 

enabling disclosure for gene «,erapy. ^PP''-* 3,3,es that « one 

20 t 437 (Fed. Cir. 1995, and on page 14 a- ^ ™; ,„,3, 3nimal it is a 

nas taught some desirable pharmaceutical propert ajan ^^^^ ^^^^^^^^ 

„se,ul and significant contnbutlon to art, "^r^^^^,,,,,,,^^ 
instant app„cat,cn ^^^^^^^^^^tf^^^^^^ 

^^^^^^^^^^^'^'^'^''^ *«y 0 esult 0. me experiment is not a 
expertmenta.on. and that mere unp e— ^^^^ ,3,, 

consideration, in response it ,s noted that the un ^^.^^ 
tnvlal and mere unpredictability 0, an „«, nowever. even today. 

not provide sumcient guidance and woh^ing example as .0 how 
pltlced the calmed inyention without undue experimentation. 
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Applicatlon/ControlNumbT^'OZ^.^^^ 

Art Unit. 1632 , oc . . S C 102 that form the 

&ed s.a.«. 3, ,3iec.ed under 35 

use, 102(b) as being ant,cpated by Fung ( 

23-1994. =B mutant proteins wbarein amino acds ,n tbe 

teacnesnucieic acids that en»^«^™ J^^^^ ,,ng aiso teacbes vectors 

re.on 134-192 .ere ^t ^L'. Tbese RB mutants sbowed growtb 

and bost celis expressing sard RB mutan P ^^^^^ 
suppression activit, (see coiumn 15, lines 2 -25 an „ 
Accordingiy.tbe invention Of claims 1.2. 8. 20. 

anticipated by Fung, 



"'"rutc"l"a""r,ol.ebasi^ 
,2 Tbefo,lowing,saguo,a.ionof35U,S.C,103() 

„p.ousnessreiec.onsset,onbin.bis^-^^^^^^^ 

07 and 44-46 are rejected under 

" C,aims1,a,B,10.13 1.a..,.^^^^^^^^^ 

U.S,C, 103(a) as being unpatentable 0 er F 9 ^^^^^^^,^3, ,337), 

and Friend eta, (Friend etalProc, Natl, Aca, 

..RB mutant proteins v^erein amino acds in the 

P„„g teaches nucleic acids .M en»de mu. ^^^^ ^^^^^^ 

184-192 v-ere mutated at the 184, 18 . . ■ ^^^^^ 
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Art unit 1632 2, column 3, example 

^v:;: : ^^^^^^^^^^^^^ 

«e:m,ne^ b "^"l ,L mis .omoio., indicates me 

amino aads 184 , ,„ column 1 1) an i^^aled 

a„o.,,e, tumo. suppressor gei«(^= ^^^^^,,3^,,«m^^^^^^^^^ 

. . DNA ma, has 99^» sequence s,m,ia ty .n « 
r:^MTs.n-a.a.Mw,mmeins.^^^^^^^^ 

121-166-2784, 234-27aA. 3^ gpcl 34 resp fences 

:::r.:-o3i,.^^^^^^ 

oompacisonswiththeacce and identity wim me 

, a KB DHA mat .as 99,9% sequence s,m,.r*^ a ^^^^^ 
^"""''::tEQ 0^023, TK,sPHAse,uencea,so^^^^^^^^^ 

sequence " ^^"^^^ ^cid sequence simitaritv an iden«^ « 

sequence that nas 100 /. amin ^^^^^ .^^„3 sEQ 

M, except for the .i'stam,noac,d <, 

aocess,onnoM33e4T,n.nende.a„, ,^„,^^3,,me.,meo.tne 
,«uidna,e.eeno.v,oustooneo.o*^^^^^ 

c-d-on-od.---^^^^^ 

--'°^'":re:e -otsuccess. Ana.^^^^^^^^^^ 

cells wim a reasonable exp ,iai„ because it ttas pn P 

.elete parts o. tt,e ^<— ; ^„\Uuse it .as reqlons mat, mo. b - 

,e celevant to RB function * ,„„ction (as taught by unq ^^^^^^^ 

.„own OHA b,ndin, and 26. it is noted tbat it bay^ 
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"""" 

,ec.ors«*a.owexp«ss,o onem 

ihatthe fejection of daims 1-7, 23, . ^397, have been 

. in view of the amendmenuo 
withdrawn in view u 

,SC 102 and 103 have been considere 



No claim is allowed. 



No claim IS auovv^- ..mthis 

nrils^ of rejection presented in this 

Office action. 

Accordingly, i"'=> - ^^^^ 37 cFR 1.136(a). 

however, w;.« statutory pe»d .or replv 

Wuirv conce^in, ... "--"X^e l^er .s (703, 305-1077, T.e 
oomR ShuWa Whose telephone n ^.on am to A.OO p.m. 

supervisor, Nar^'' 
Group is (703) 308-4242. 
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, .tn the status of this application 

3553. <„ ' :rj a. ,' ^ .^L; 



Ram R. ShuWa, Ph.D. 



